Version With Markings to Show Changes Made Under 37 C.F.R. 1.121(cMl)(in 

Please amend the claims by deleting the bracketed word(s) and inserting the 
underlined word(s) as indicated. 

Please rewrite Claims 2, 14, 32 and 33 as follows: 

2. (Amended) The composition of Claim 1, wherein said biodegradable 
polymer is selected from poly(hydroxy alkanoates), poly(alkylene succinates), polycaprolactones 
or [mixtures] combinations thereof that are hydrolytically degradable. 

14. (Amended) The composition of Claim 1, wherein said biodegradable 
polymer is selected from poly(hydroxy alkanoates), poly(alkylene succinates), polycaprolactones 
or [mixtures] combinations thereof, and said polar monomer, oligomer, or polymer is selected 
from 2-hydroxyethyl methacrylate, polyethylene glycol methacrylate [or analogs thereof], and 
said water-soluble polymer is selected from polyethylene oxide, polyvinyl alcohol, sulfonated 
polyester, hydroxypropyl cellulose, polyacrylamide or polyacrylic acid. 

32: (Amended) Water-sensitive polymer blends of a modified, biodegradable 
polymer selected from poly(hydroxy alkanoates), poly(alkylene succinates), polycaprolactones or 
[mixtures] combinations thereof that are hydrolytically degradable and a modified water-soluble 
polymer. 

33. (Amended) Water-sensitive polymer blends of modified poly(ethylene) 
oxide and modified poly(hydroxy alkanoates), poly(alkylene succinates), polycaprolactones or 
[mixtures] combinations thereof that are hydrolytically degradable. 
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REMARKS 

The Office Action: 

Claims 1, 2, 4, 5, 7, 12, 14-20, 32 and 33 are pending in the present application. 
Claims 1, 2, 4, 5, 7, 12, 14-20, 32 and 33 were rejected under 35 U.S.C. §112, second paragraph, 
as being indefinite. Claims 1, 2, 4, 5, 7, 12, 14-20, 32 and 33 were rejected under 35 U.S.C. 
§ 102(b) as being completely anticipated by, or alternatively under 35 U.S.C. § 103(a) as obvious 
over, the Chem. Abstracts abstract to Avella et al. (CA 1998:605333). Claims 1, 2, 4, 5, 7, 12, 
14-20, 32 and 33 were provisionally rejected based on obviousness-type double patenting in view 
of the co-pending applications Serial Nos. 753,077; 752,810; and 753,223. Applicants 
respectfully traverse the foregoing rejections. 

Rejection of the Claims Under 35 U.S.C. §112: 

Claims 1, 2, 4, 5, 7, 12, 14-20, 32 and 33 were rejected under 35 U.S.C. §112, 

second paragraph, as being indefinite. The rejection states that the term "water soluble" renders 

the claim unclear since water solubility is a matter of degree, and, therefore, relative. Applicants 

respectfully disagree. It is respectfully submitted that people skilled in the art use the terms 

"water soluble" and "water insoluble" extensively, and know the difference between those terms. 

For example, the Encyclopedia of Polymer Science and Engineering, vol. 17, page 730 (1986) 

devotes a 54 page chapter to "water-soluble polymers." Furthermore, on page 21, lines 1-5 of 

the present application, it is stated: 

Water-soluble polymers with which the modified biodegradable 
polymers of the present invention can be blended include 
polyethylene oxide, polyvinyl alcohol, hydroxypropyl cellulose, 
polyarylamide, sulfonated polyesters and polyacrylic acid. 
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Thus, the present application provides several examples of what is meant by water-soluble 
polymers. Accordingly, it is respectfully submitted that those skilled in the art would know and 
understand what is meant by the term "water-soluble." That is all that Section 112 requires. 

The rejection also states that the use of the term "analog" or "analogs" renders the 
claims unclear since it is subjective as to when one material is an analog of another. Applicants 
are amending herewith Claim 14 to remove the term "analogs" therefrom. Applicants submit 
that this amendment overcomes the present rejection. 

The rejection further stated that Claim 33 was unclear due to the use of the term 
"or mixtures thereof." Applicants are amending herewith Claim 33 to remove the term "or 
mixtures thereof and to substitute therefor the term "or combinations thereof." Applicants 
submit that this amendment overcomes the present rejection. 

In view of the foregoing, applicants respectfully submit that Claims 1, 2, 4, 5, 7, 
12, 14-20, 32 and 33 are not indefinite, and request that the rejection of those claims under 
Section 1 12 be withdrawn. 

Rejection of the Claims Under Sections 102 and 103: 

Claims 1, 2, 4, 5, 7, 12, 14-20, 32 and 33 were rejected under 35 U.S.C. § 102(b) 
as being completely anticipated by, or alternatively under 35 U.S.C. §103(a) as obvious over, the 
Chem. Abstracts abstract to Avella et al. (CA 1998:605333). The rejection states that Avella et 
al. discloses a composition containing polymethyl methacrylate and poly methyl methacrylate 
grafted to PHP, which is encompassed by applicants' grafted biodegradable polymer. The 
rejection further contends that polymethyl methacrylate may be slightly water soluble, and, 
therefore, meet the limitations of the present claims. Applicants respectfully disagree. 
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The Polymer Handbook, vol. 17. page 382 (1989) (copy attached as Exhibit 1) 
provides a list of solvents for poly(methyl methacrylate). Water is not included as a solvent for 
poly(methyl methacrylate). Therefore, it is respectfully submitted that poly(methyl 
methacrylate) is not water soluble. Applicants further submit that they have rebutted any alleged 
showing by the examiner. Applicants submit that since Avella et al. does not disclose a water 
soluble polymer, it cannot form a basis for rejecting the present claims. Accordingly, applicants 
respectfully request that the rejection of Claims 1, 2, 4, 5, 7, 12, 14-20, 32 and 33 under 35 
U.S.C. §102(b) and 103(a) should be withdrawn. 

Applicants respectfully request reconsideration of the present application in view 
of the foregoing remarks. Applicants submit that all claims are in condition for allowance. 
Accordingly, an early Notice of Allowance is respectfully requested. Such action is courteously 
solicited. Applicants further request that the Examiner call the undersigned counsel if allowance 
of the claims can be facilitated by examiner's amendment, telephone interview or otherwise. 

Respeeffolrysubmijpted, / f / 

By: Robert E. SB&chatfds 
Reg. No. 29,105 

Kilpatrick Stockton llp 

Suite 2800 

1 100 Peachtree Street 

Atlanta, Georgia 30309 

Tel: (404) 815-6500 

Fax:(404)815-6555 

Our Docket No. 11302-1050 (44040-251536) 
KC# 14.996B 
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TABLE 1. cont'tf 



iffehai 



NO. 101 p. 4/5 . 
(in Acyclic Carbon Polymers VII / SOI 



Solvents 



Nonsolvonts - Rcfa. 


Ethand 


44 


Methanol 


45 


Methanol, elhanol. hcxane. W 


46 


Methanol 


47 


Pentane 


48 




44 




50 


Methanol 


SI 




51 




53 


Dinxane (hoi) (xw), attorn. 


4-6, 


hydrocarbons, ketones 


13,54 


Dioxane 


55 


Carhoxylii: acid*, ismerx. 


4.5 


hydrocarhoiw. ketones 






56 




57 


Acetone, aniline, bzn., carbon 


5H 


disulfide chloroform, ethanol. 




ethyl acetate. THF 





j6ly(3,4-dihydrosypent. I -ene- 1 ,5-diy I) 
tdy(l,Wiphenyl^vinylcycloprnriar«) 
poly(/>-aMhrylphcnyIeihy|enc) 

. f«ly( I -methylbicyclo-12.2. 1 hhept-2-eiw) 
HMvinylboroine) 

fttly(methylene-flfr-5-hydro)iycycl«hexcrof- 1 ,3-diyl) 
n0]y(eihyUne.«>-l,4-hexadienc) (97 : .1) 
p»ly(c0iylcnc-<:o-l-oyat«>-l«4-hutyl<no) (1 :2) 

PDiy(isobuiy1ene-co-4-mi!ihyl«tyTena) (95 : 5) 
paly[hci«i)<i^vJ-A/,A'^li(iMqpit}pyl)amino- 1 -pentcncl (2 : 3) 

" lA POLY(ACRYLICS). POLY(METHACRYLICS) 

13.1. POLY(ACftYUC ACIDS) 



Bolydnctliacrylic acid) 

DUCtlc 



Ijotnctic. syndippiciic 
My(acry|ie aeid-tv^vinylphenanthrenc) (3 ; 2) 
My(iinconic avid) 



LM. POLY(ACRYLATHS) 
General 

Myftnethyl acrylate) 
Wy(eihyl acrylate) 



fblyO-hydroxyethyl acrylate) 
ft>Iy(n-bmyl acrylate) 

ft>Iy(f«rf-baiyl acrylate) 
PoW-hydroxybutyl aery law* 
toty(u!oboniyl acrylate) 
MyCeyelohexyl acrylme) 
toyO-cthylhexyt'ttcrylate) 
Wy(benzyl acrylare) 
My(J-cyano-3.thiapCTtyl acrylate) 
tolHHN-ethyl-W 1 .4.7, 10. 1 3-pcnta- 

oJtacyclopcmadeeyl)carbamoyi)eihylene| 
^lyfpemachlorophenyl acrylate) 
™ly(4- 1 0, 1 5.20-iriphcny!porphorin-2 1 H.23M-5-y Iphcny I 

taylata) 

"IKvinylcyclofiBMne-co-rnethyl acrylate) (9:1) 

'■33. POLY(METHACRYLATCS) 
Qancral 



DMSO, methanol 

Chloroform 

Bzn.. chlonibenzcne. 

methylene chloride 
Chlorobcnttne. p-xyleno 
Bzn, 
Hexancs 
Toluene 

Acetone (hot), chloroform. 

DMA. DMSO 
Chloroform 
Hexane 



Alcohols, dil. alVali .lojuuor^t. 

formaniide. DMF, W 
Dioxanc/water' (SO/20) 

Alcohols. nou, hydrogen 
(O.CXttM. >30"O. Uil. 
sodium hydroxide. W 

W(partially) 

THF 

DM1 ! , methanol, w 



orinatcd 
kernes THF 



' 'KF. 



Aromatic hydrocarbons, 

hydrocarbons, 
See General, acetone, tan. 

acetate, glycol ester cthi n. 

phosphorus trichloride 
See General, acetone, hum 

glycol ether, methanol, 

/j-xylene 
Methanol. W 

Sbo General, butanol, turpjntii 

Acetone, methanol 
fsoprupanol 
THF 

B7.n„ THF. toluene 
Esters, ketones, THF, tolufno 
Bzn„ THF, toluene 

Acetone, acetonierjle. diojane, pyridine 
B/,n„ chloroform 

Bzn.. THF 

Bzn., chloroform* THF, 

trifluoroacetic acid 
THF 



lohexanone. 



Acetic acid, acetone, bzn , 
chlorobenttne, chloro >rm, 
cyclohexannl (hot), cy U 
cyclohexyl acetate. di( uine, 
2-ethoxyethanQl. ethylflacctute. 
isobutanol (hot), isobutyric acid, 
MEK, methylene chlojidc, xylene 



Aliphatic hydrocarbons, hydroecnatod- 

naphthalene*, diethyl ether 
Alcohols, carbon tetrachloride 



Aliphatic alcohols C> 4, , 5.7. 

cyclohexanol. ictrahydrctl'urfuryi 30.5° 
alcohol 

32 

Cyclohexyl acetate, ethunol, ethyl 30 
acetuie. methanol 



Hexane. methanol. \v 63 
Acetone, eihanol. hexane, methanol, W 64 



Castor oil, cyclohexane. diethyl ether, 
ethylene glycol, formumide, gasoline, 
glycerol, hexanc, methanol, nujot 



References page VII- 536! 
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Poly(methy) mettacrylaw) 
atactic 



iSftiactie 

Polytmolhy! rncmacrylaie^>-=-acry]amMc-2.memy]. 

I.propane.ulfonie arid) (95 : 5) 
Polyvinyl melhacrylaie) 



Pnly(2-hydro*yethyl mcihsitrylatc) 
Poly<«-propyl melhacrylaie) 



PolyOi-huiyl mcihacryhiie) and 
l\>ly<inohuiyl incihoerylutc) 



Polyfbutyl mcihacry1;iie.<VM-hulyl meihacrvlate) < I : »> 

l»oly(f|.h«yl racilwcrylau:) 
Piilyteyelohexyl melhacrylaie) 
Polyicycluhexylmcthyl nwihiiciylaw) 
pnlyOi-oetyl melhacrylaie) 
Poly(2-clhy|Uexyl melhacrylaie) 
pn|y(/|.deeyl melhacrylaie) 
Polylu-lauryl mcmaeryiaie) 

Polyfplwnyl meihacrylnlo) 
Polytbenfcyl mcihncrylaieJ 
|H)lyl4.frrt-l»u)ylphenylmcih»erylaitfl 
rMy|(4-lim4wlyo*ycaronnyloxy)phenyl)meihaerylaie| 

Polytnomyl mohacrylme) 
Pwly(iMibomyl melhacrylaie) 
Polyl2^dimcihylamino)clhyl mclhncrylaiel 
PolyU2.lrimeihylsiloxy)rthyl meihncrylate| 
P«ly|2-t/V-cart»a7rtyl)fihyl iiwlhocrylaiel. crystalline 

Poly(eyam>meihyl rncihaerylate) 

Po|y|2-(.4-phcny1azoplnsnyllclhyl meiruicrylaiel 
PolyKmttilwcryloyloxyiimlecylo^carbonyldecyO. 

2^wimeihytamino)clhyl phosphate] 
Ptily|4-(4-nwihoxyphenyloxycarbOrtyl) 

phcnoxyhwamcthylene methacryluiel 
Myl2-(dimc»hyUmino)«(liylni«!iUacryluie.<t>- U i.rylamide| 

(4M io 2:3) 

I. .1.4. POL-YCD1SUBST1TUTED ESTERS) 

Poly(dimeihy) iiaoonaic) 



Polyldi-n-butyl ifncooate) 
Polydliplwnyl iiuconaic) 



See General, cihMiol/waier, 
eihartol/curbon ictrachlori 
isopropano)/MEK()/l) 
formic acid, mtroethane 

Acetone, acetonitrile, bzn- 
See toiaetic 
Bzfl-. toluene 

Sec General, carbon tetrad 
eihanol (hot), ethyl eihet 
acetate, formic acid. i»0[ 
above 37"C. teiralin. iur 
DMF. methanol, mclhyl ^ 

Sec General, carbon tew 
castor oil (hot), cyclo! 
diethyl ether, eihanol. & 
linsccd'oil fhol>. t"ip Bnl 

Sec General, carbon tcvnic 
castor oil (hoi), cyclone 
diethyl ether, eihanol (h 
he Mute, i.siipropami) atr 
linxecd oil (hoi), nujol . 

Acetone, MEK. methylene 
THF. lolucne 

Isopropaiiol above W'C, 

B»«., dinWMW. THF 

U/.n„ Till-' 

/,-Buiannl. MEK , 

H*n., MtJK.THF 

»».. THF 

ir-Penlanol above 20"C. 

ixopropyl iieeiale, MEK 
liwi.. MEK. THF. toluene 
B7.n.. chloroform, dinxam 
Aceione 
Bzn. 
Bzn. 

Bzn.. THF. toluene 
Bzn.. toluene 
THF 

Aniline (hot, partially), d . 

eiher (hoi), nitrobenzei e 
Aceione. aceionitrilc. eth 

THF 
THF 

Eihanol (hoi), methanol 

Chloroform, THF, bzn.. 
chloride, o-diehlorobe 



Butyl ene glycol, earbon 
tetrachloride, m-eresol, diethyl 
'love 25°C. ether, eihanol (absolute), hisher 
esicri. hydrogenaied naphthalenes, 
linseed oil. turpentine 



ethyl 
nopunol 
entitle (hoi) 



(hoi), 
inline (hoi). 



Aceione. aceionilrile. b: 
furfurol. haloyenated 
methyl aceiaie. nimrt 
nitiomcthane, THF 

Acetone, amyl acetaie. 
ethanol, halogenated 
hydrocarbons, methyl 

Biri.. chloroform, dio— 
ethyl acetate. THF 



4.5,13. 
30.66*1 



Alcohols, eyclohexanc 



loridc, Etpanol ( cold I. formic acid 



liiliyl ,-n.i-ialc. methanol 



phenyl MEK 

n aeeiaic. Bzn., chloroform, meihtfol 

Methanol 
Acetone, bxn. 



DME. 
ydrocarbons. 



ioxane, 
ydrocarbons. 
acetate, THF 
DMF, 



Aliphatic hydrocarbons, carbon 

WinicWoride. diisojwyl ether. 

cthunot. dhyl aceitue. pirtlwmj. 

propylene curbonatc. loh«ne. w 
Aceionilrile. DMF. ftfftiiul. 

niirtiben/^ne. nWrpnwihane. 

propylene carbonaie 



